THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Before GARRI S, OVWENS, and LI EBERMAN, Adni ni strative Patent
Judges.

LI EBERMAN, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed August 16, 1994. According
to appellants, this application is a continuation of
Application 08/018,992, filed February 18, 1993, now
abandoned.
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This is an appeal under 35 U.S.C. §8 134 fromthe
exam ner’s refusal to allow clains 1 through 25, 27 through 30,
and 32 through 35 which are all of the clains remaining in the
appl i cation.

THE | NVENTI ON

Appel lants’ invention is directed to a conposite article
having three | ayers. The conposite article includes a
substrate, a conposite adhesive and a coating material. A
conposite adhesive bonds the coating material to the substrate
material and conprises a rigid adhesive and a | am nating
adhesi ve wherein the rigid adhesive is no greater than 75% by
wei ght of the conposite adhesive. The expansion properties of
the coating material are on the order of 300% different from

that of the substrate materi al .

THE CLAI M5
Claims 1 is illustrative of appellants’ invention and is
repr oduced bel ow.
1. A conposite Article of manufacture, conpri sing:

(A) a substrate materi al

(B) a coating material having expansion properties
on the order of 300% different than said substrate nateri al,
and
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(C a conposite adhesive conprising a suitable rigid
adhesive and a suitable | am nating adhesive which acts to bond
said coating material to said substrate naterial wherein the
rigid adhesive is no greater than 75% by wei ght of the
conposi te adhesi ve.

THE REFERENCES OF RECORD
As evi dence of obviousness, the exam ner relies upon the
foll ow ng references.
“APPLI CATI ON, FABRI CATI ON, AND | NSTALLATI ON’, Aut hori zed
Engi neering Information, Section 4, January 30, 1991, pp. 41-
48.
(LD3-1991)
“Fabricating Wth COLORCORE® Brand Surfacing Material”, Formca
Lam nating Manual, 1991, pp. 1-10.
(Form ca COLORCORE®)
2244 RESEARCH DI SCLOSURE, “High Initial Tack Conposite
Adhesive”, Vol. 1991, No. 328, August, 1991.
(2244)
THE REJECTI ONS
Clainms 1 through 25, 27 through 30, 32, 34 and 35 stand
rejected under 35 U.S.C. § 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly
claimthe subject matter which appellants regard as the
i nvention.

Cainms 1 through 25, 27 through 30 and 32 through 35 stand

rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over



Appeal No. 1996-3768 Page 4
Application No. 08/292, 887

Aut hori zed Engi neering Information hereinafter LD 3-1991 taken
with either the Form ca COLORCORE® reference or the 2244
Research Di sclosure Abstract hereinafter 2244.?
OPI NI ON

We have carefully considered the respective argunents for
and agai nst patentability by appellants and the exam ner. W
sustain the rejection of clains 1 through 25, 27 through 30,
32, 34 and 35 under 35 U . S.C. 8§ 112, second paragraph and the
rejection under 35 U.S.C. 8 103 as to clains 25 and 33. W
reverse the rejection under 35 U S.C. 8 103 as to clains 1
t hrough 24, 27 through 30, 32, 34 and 35.

The Section 103 Rejection

“[ T] he exam ner bears the initial burden, on review of the

prior art or on any other ground, of presenting a prinma facie

case of unpatentability.” See In re Qetiker, 977 F.2d 1443,

1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). The exam ner
relies upon a conbination of three references to reject the

cl ai med subject nmatter and establish a prima facie case of

2 W refer in our statenment of the rejection to the
specific identification of the references used by the exam ner
in the Answer, pages 3-4.
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obvi ousness. The prem se of the rejection is that the primry
reference to LD3-1991 discl oses substrate, adhesive and
decorative cover sheet. The conposite adhesive as clainmed by
appel lant is not specifically taught. However, the secondary
references to Form ca COLORCORE® and 2244 di scl ose the
conposite m xtures of lamnating and rigid adhesives used in
different |ocations. Accordingly, it would have been obvious to
t he person having ordinary skill in the art to nodify LD3-1991
by utilization of m xtures of rigid adhesive and | am nating
adhesive as required by the clained subject matter. See Answer,
pages 4-5. See Form ca COLORCORE®, page 6 and 2244, FIG 1.

The exam ner however in his rejection, does not directly
address the expansion properties required by the clained
subj ect matter.

Al t hough, the subject matter of claim1 requires, “a
coating material havi ng expansi on properties on the order of
300% di fferent than said substrate material,” the limtation is
first addressed by the exam ner in the section of the Answer,
| abel ed “Response to Argunent.” See Answer, page 6.

The expansi on properties are discussed by the exam ner

only with respect to a single reference, i.e. Formca
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COLORCORE®. The exam ner acknow edges, “that the Form ca
reference does not literally disclose using two different
mat eri al s havi ng an expansi on of at |east 300% " See Answer,
page 6. However, it is the exam ner’s position that

appel l ants’ specification includes the enbodi nents disclosed in
Form ca COLORCORE®. Hence, one would conclude that the
substrate and the coating disclosed by Form ca COLORCORE®
necessarily nmeets the expansion properties “on the order of
300% required by the clained subject matter. |In support of
the exam ner’s rejection, reference is nade to page 3, lines 24
- 34 and page 6, lines 13 - 23 of the specification. W

di sagree with the exam ner’s position.

We find that Form ca® and the cellul ose based substrate to
whi ch the Form ca® is adhered have sim | ar expansion rates. Qur
position is supported by the statenent in the specification
that, “the substrate and |l am nate are fornmed fromsimlar
materials and thus tend to contract and expand at simlar rates
and to simlar degrees.” See specification, page 3, lines 29 -
32. Qur interpretation of that portion of the specification is
that it serves to distinguish between appellants’ clained

subject matter and the prior art represented by Form ca®
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materials. Qur position is further supported by the disclosure
in the specification at page 6, lines 13 - 23 which lists the
nore preferred substrates as including the cellul ose based
substrates; particle board, fiberboard and pl ywood, which are
simlar to Formca® in that they are all cellul ose derived
mat eri al s. Based upon the above consi derations, we concl ude
that the reference to Form ca COLORCORE® fails to disclose
coating materials having expansi on properties on the order of
300% di fferent fromthe substrate materi al

Furthernore, the primary reference LP3-1991 refers to,
“problens which arise after fabrication and installation due to
differentials in expansion and contraction between the | am nate
and substrate.” See page 45. However, there is no requirenent
or recognition that the coating material and the substrate have
the requi site expansion properties required by the clained
subj ect matter. Accordingly, we conclude that there is no
reason why one of ordinary skill in the art woul d have been
notivated to select either the coating or the substrate to
obtain materials which have expansi on properties differing on

the order of 300%
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Based upon the above anal ysis, we have determ ned that the
exam ner’s | egal concl usion of obviousness is not supported by
the facts. “Wiere the | egal conclusion [of obviousness] is not

supported by the facts it cannot stand.” 1n re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).

As to clainms 25 and 33, on the record before us appellants
have presented no argunents specific to either claim25 or 33.
The limtations of “expansion properties on the order of 300%
and a “rigid adhesive is no greater than 75% by wei ght of the
conposite adhesive,” which are the basis for appellants’
argunment for patentability throughout the Brief, are not found
in either claim?25 or 33. Accordingly, we affirmthe

examner’s rejection as to those cl ai ns.

The Rejection under 35 U.S.C. § 112.
Appel I ants have not argued in the record before us the
propriety of the examner’s rejection under 35 U S.C. § 112,
paragraph two. Accordingly, we are constrained to sunmarily

sustain it.
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DECI SI ON

The rejection of clains 1 through 25, 27 through 30, 32,
34 and 35 under 35 U.S.C. 8§ 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly
claimthe subject matter which appellants regard as the
invention is affirned.

The rejection of clains 1 through 24, 27 through 30, 32,
34 and 35 under 35 U.S.C. 8§ 103 as being unpatentabl e over
Aut hori zed Engi neering Information (LD 3-1991) taken with
either the Form ca COLORCORE® reference or the 2244 Research
Di scl osure Abstract is reversed.

The rejection of clains 25 and 33 under 35 U.S.C. 8 103 as
bei ng unpat ent abl e over Authorized Engineering Information (LD
3-1991) taken with either the Form ca COLORCORE® reference or
the 2244 Research Disclosure Abstract is affirmed.

The decision of the examner is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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AFFI RVED- | N- PART

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OVENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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CARL B. HORTON
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